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Patent Eligibility of AI Inventions (Part
II)

Client Updates

US Patent Oce Updates Guidelines for AI-Related Inventions - What

You Need to Know About AI Patent Eligibility

The United States Patent and Trademark Oce (USPTO) has issued a third guidance for Articial

Intelligence (AI)-related patent applications, which took eect on July 17, 2024.

The aim of this guidance is to directly address the patentability of emerging technologies (ET) and clarify

that AI inventions are not automatically considered abstract ideas and therefore unpatentable. Instead,

using the Alice/Mayo examination framework, the guidelines analyze in detail three separate illustrative

examples of hypothetical claims and clarify that if a claimed AI invention includes a technical solution to a

technical problem, its subject matter could be patent eligible. Echoing the inventorship guidance  from

February 2024, the key requirement remains that a human must make a signicant contribution to the

claimed invention.

Summary of Examples Examined:

https://www.uspto.gov/sites/default/files/documents/2024-AI-SMEUpdateExamples47-49.pdf
https://www.gornitzky.com/?p=23898
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These guidelines assist companies involved in AI development and AI related inventions by providing

clearer rules for evaluating patent eligibility and IP protection strategies. AI-related claims are often seen

as abstract ideas, which are not patentable. Therefore, when drafting AI invention claims, it is crucial to

demonstrate real technological improvements and specic solutions to problems. The guidelines and

examples can serve as useful templates for obtaining patent protection for AI technologies.

Key Takeaway: The USPTO’s new guidelines oer more detailed instructions for evaluating AI-related

patent claims. The fundamental requirement remains that the claimed invention must present a technical

solution to a technical problem to be patent-eligible.

This update is intended to provide general and concise information only. It does not constitute a complete analysis of the
issues discussed, does not constitute a legal opinion or legal advice, and should not be relied upon.

For more information or assistance with specic cases involving AI-assisted inventions, please feel free to reach out to Dr. Maya

Shmailov.
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